United States District Court 
For the Northern District of California 


N 


UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF CALIFORNIA 
SAN JOSE DIVISION 
APPLE, INC., a California corporation, Case No.: 11-CV-01846-LHK 


Plaintiff and Counterdefendant, 
TENTATIVE FINAL JURY 
INSTRUCTIONS 


V. 


) 
) 
) 
SAMSUNG ELECTRONICS CO., LTD., A ) 
Korean corporation; SAMSUNG ) 
ELECTRONICS AMERICA, INC., a New York ) 
corporation; SAMSUNG ) 
TELECOMMUNICATIONS AMERICA, LLC, ) 
a Delaware limited liability company, ) 

) 

) 

) 


Defendants and Counterclaimants. 





Attached as Exhibit A are the final jury instructions, with annotations. The Court has 
considered each side’s positions in formulating these final instructions, see ECF Nos. 2513; 2707; 
2724; 2768, and has concluded that further briefing or argument on those positions and objections 
will not be helpful. The Court will hear any additional objections to this set of instructions 
following the close of evidence on Monday, November 18, 2013. 

IT IS SO ORDERED. eh 
Dated: November 17, 2013 K. 

LUCY H. R®H 

United States District Judge 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 1 
DUTY OF JURY 


Members of the Jury: Now that you have heard all of the evidence, it is my duty to instruct you as 
to the law of the case. 


Each of you has received a copy of these instructions that you may take with you to the jury room 
to consult during your deliberations. 


You must not infer from these instructions or from anything I may say or do as indicating that I 
have an opinion regarding the evidence or what your verdict should be. 


It is your duty to find the facts from all the evidence in the case. To those facts you will apply the 
law as I give it to you. You must follow the law as I give it to you whether you agree with it or 
not. And you must not be influenced by any personal likes or dislikes, opinions, prejudices, or 
sympathy. That means that you must decide the case solely on the evidence before you. You will 
recall that you took an oath to do so. 


In following my instructions, you must follow all of them and not single out some and ignore 
others; they are all important. 


Source 


Ninth Circuit Model Civil Jury Instructions — 1.1C (2007 ed.) 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 2 
BURDEN OF PROOF—PREPONDERANCE OF THE EVIDENCE 


When a party has the burden of proof on any claim or defense by a preponderance of the evidence, 
it means you must be persuaded by the evidence that the claim or defense is more probably true 
than not true. 


You should base your decision on all of the evidence, regardless of which party presented it. 


Source 


Ninth Circuit Model Civil Jury Instr. — 1.3 (2007 Ed.). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 3 
WHAT IS EVIDENCE 


The trial is now over. The evidence you are to consider in deciding what the facts are consists of: 
1. the sworn testimony of any witness; 
2. the exhibits which are received into evidence; and 


3. any facts to which the lawyers have agreed. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instructions — 1.6 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 4 
WHAT IS NOT EVIDENCE 


In reaching your verdict, you may consider only the testimony and exhibits that were received into 
evidence. Certain things are not evidence, and you may not consider them in deciding what the 
facts are. I will list them for you: 


(1) 


(2) 


(3) 


(4) 


Source 


Arguments and statements by lawyers are not evidence. The lawyers are not 
witnesses. What they said in their opening statements and throughout the trial, and 
what they will say in their closing arguments or at other times are all intended to 
help you interpret the evidence. But these arguments and statements are not 
evidence. If the facts as you remember them differ from the way the lawyers have 
stated them, your memory of them controls. 


Questions and objections by lawyers are not evidence. Attorneys have a duty to 
their clients to object when they believe a question is improper under the rules of 
evidence. You should not be influenced by the objection or by the court’s ruling on 
it. 


Testimony that has been excluded or stricken, or that you have been instructed to 
disregard, is not evidence and must not be considered. In addition, sometimes 
testimony and exhibits are received only for a limited purpose; when I give a 
limiting instruction, you must follow it. 


Anything you may have seen or heard when the court was not in session is not 
evidence. You are to decide the case solely on the evidence received at the trial. 


Adapted from Ninth Circuit Model Civil Jury Instructions — 1.7 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 5 
EVIDENCE FOR LIMITED PURPOSE 


Some evidence may have been admitted for a limited purpose only. You must consider it only for 
that limited purpose and for no other. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instructions — 1.8 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 6 
CHARTS AND SLIDES NOT RECEIVED IN EVIDENCE 


Certain charts and slides not received in evidence have been shown to you in order to help explain 
the contents of books, records, documents, or other evidence in the case. They are not themselves 
evidence or proof of any facts. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instr. — 2.12 (2007 Ed.). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 7 
CHARTS AND SUMMARIES IN EVIDENCE 


Certain charts and summaries have been received into evidence to illustrate information brought 
out in the trial. You may use those charts and summaries as evidence, even though the underlying 
documents and records are not here. You should give them only such weight as you think they 
deserve. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instr. — 2.13 (2007 Ed.). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 8 
DIRECT AND CIRCUMSTANTIAL EVIDENCE 


Evidence may be direct or circumstantial. Direct evidence is direct proof of a fact, such as 
testimony by a witness about what that witness personally saw or heard or did. Circumstantial 
evidence is proof of one or more facts from which you could find another fact. You should 
consider both kinds of evidence. The law makes no distinction between the weight to be given to 
either direct or circumstantial evidence. It is for you to decide how much weight to give to any 
evidence. 


Source 


Ninth Circuit Model Civil Jury Instructions — 1.9 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 9 
CREDIBILITY OF WITNESSES 


In deciding the facts in this case, you may have to decide which testimony to believe and which 
testimony not to believe. You may believe everything a witness said, or part of it, or none of it. 
Proof of a fact does not necessarily depend on the number of witnesses who testified about it. 


In considering the testimony of any witness, you may take into account: 


1. 


6. 


d. 


the opportunity and ability of the witness to see or hear or know the things testified 
to; 


the witness’s memory; 

the witness’s manner while testifying; 

the witness’s interest in the outcome of the case and any bias or prejudice; 
whether other evidence contradicted the witness’s testimony; 

the reasonableness of the witness’s testimony in light of all the evidence; and 


any other factors that bear on believability. 


The weight of the evidence as to a fact does not necessarily depend on the number of witnesses 
who testify about it. 


Source 


Ninth Circuit Model Civil Jury Instructions — 1.11 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 10 
IMPEACHMENT EVIDENCE - WITNESS 


The evidence that a witness lied under oath or gave different testimony on a prior occasion may be 


considered, along with all other evidence, in deciding whether or not to believe the witness and 
how much weight to give to the testimony of the witness and for no other purpose. 


Source 


Ninth Circuit Model Civil Jury Instructions — 2.8 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 11 
TAKING NOTES 


You may have taken notes during the trial. Whether or not you took notes, you should rely on your 


own memory of the evidence. Notes are only to assist your memory. You should not be overly 
influenced by your notes or those of your fellow jurors. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instructions — 1.14 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 12 
DEPOSITION IN LIEU OF LIVE TESTIMONY 


You heard some witnesses testify by deposition. A deposition is the sworn testimony of a witness 
taken before trial. The witness is placed under oath to tell the truth and lawyers for each party may 
ask questions. The questions and answers are recorded. 


You should consider deposition testimony, presented to you in court in lieu of live testimony, 
insofar as possible, in the same way as if the witness had been present to testify. 


Source 


Adapted from Ninth Circuit Model Civil Jury Instructions — 2.4 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 13 
USE OF INTERROGATORIES OF A PARTY 


Evidence was presented to you in the form of answers of one of the parties to written 
interrogatories submitted by the other side. These answers were given in writing and under oath, 
before the actual trial, in response to questions that were submitted in writing under established 
court procedures. You should consider the answers, insofar as possible, in the same way as if they 
were made from the witness stand. 


Source 


Ninth Circuit Model Civil Jury Instructions — 2.10 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 14 
EXPERT OPINION 


Some witnesses, because of education or experience, were permitted to state opinions and the 
reasons for those opinions. 


Opinion testimony should be judged just like any other testimony. You may accept it or reject it, 
and give it as much weight as you think it deserves, considering the witness’s education and 
experience, the reasons given for the opinion, and all the other evidence in the case. 


Source 


Ninth Circuit Model Civil Jury Instructions — 2.11 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 15 
USE OF DEVICES DURING DELIBERATIONS 


Device Handling Directions 


The physical devices you received are evidence in this trial. 


You may use them in your deliberations, and may connect to the Internet through the Web Browser 
application, but must not alter or modify the devices in any way. 


Some of the devices have SIM cards in their packaging. These SIM cards are not to be inserted 
into the phones. 


Some of the devices have a mobile data connection, and you will not need to take any additional 
action to use the Web Browser application. 


Others must first be connected to the Court’s Wi-Fi network to access the Internet. 
Once connected, you must decline any software update notifications that may be presented to you. 


You also must not download any content, such as apps, music, photographs, or games, to the 
devices. 
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Connecting to the Internet 


To connect a device to the Court’s Wi-Fi network, select “USDCSJO1” from the list of 
available wireless networks, as depicted below. 


& S 3L3 OY GH 10:21 pm 


Wi-Fi settings 


Wi-Fi 


INTeiaNi(e) a @alelelacerciarele 





Detected Networks Scanning 


NETGEAR71 





From the Applications menu, select the Web Browser application. 


Browser 





From the Court’s Wi-Fi log in page, scroll to the bottom and click on the blue “Connect!” button. 
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ted ees District Court 


thern District of California 


United States District Court 
Northern District of California 


Court Wi-Fi 


acces: 


alifornia is pleased to announce that free wireless public internet 
S now available to persons doing busin th the court in all Northern District court locations-San Francisco, San Jose. 


Ogkland and Eureka. Court Wi-Fi makes at pos’ lc a the public internet using the wireless technology used im 
most laptops. If users are able connect to a typical home or business Wi-Fi system, they can connect to court Wi-F: 


Users 


must have a compatible wireless-enablec device to 10 court < ‘connections are allowed. Coverage area 


nchude all courtros Meeting rooms, librames, attorney bo chambers % and media ce 


Before using court Wi-Fi, users must agree to the following Terms of Us 


Terms of Use 


General Information 


Court Wi-Fi is an entirely wireless utilizing standard 1E TIB/GIN technology. Court Wi-Fi does rv 

cellular service or any type of wired connectivity. 

Court Wi-Fi is provided to benefit the bench and the bar, and is intended for use only by attormeys and other persons having 
business with the court 

No technical or other support ¥ rowided by court staff, or by the vendor 

I users expenence technacal difficulty with persona med equipnent users aust consult wth their own technology 
support resources. A user who believes that court Wi-Fi is nat fi te nctio ning shou id moti i th ecF bic ars a 
ecthelpdesk@cand.uscourts gov, or 86 8-782 excluding court 
holidays. The ECF Helodesk will determine whether ce Wi-Fi is operational. In the event port Wi-Fi g unavailable 
alternate arrangements rust be made dy the user. The court will mot modify court Wi-Fi for individual users 

Hiegal use of the system will be reported to law enforcement. 


Proper Use 


6. General Order 58 for the United States District Court for the Northern District of California covers the use of electronic 


devices in the courthouse and must be adhered to at all times. In addition, individual judges may issue specific orders 
regarding the use of Wi-Fi in their courtrooms and Sy jurors. It is the responsibility of users ay abreast of court © % 
The court wil automatically assign users with an IP address each tiene a User accesses Cou Fi, This [? address is subject 
to constant change and should NOT be programmed into any device for the purpose of accessing court Wi-F 
Charging for court Wi-Fior reselling amy aspect of court Wi-Fi is strictly prohibited 
Court Wi-Fi must be used for the intended and stated purpose. impr per use meludes, but is mot limited to 
Modifying, adapting, translating, or reverse engin y cs attempting to breac! 
tamper ¥ anauthorized or restricted are; vi tampering wath or disabling copyright 
trademark o nary | noe ces from court rt Wi-Fi uncer false or fraudulent pretenses: 
axcess wart Wi- C nts; authorizing or enabling other persons or entities to use 
c Fi by disclosing | fog-in + 1 i a aincain any information about other users 
of court Wi-F ncludi 2 2 A eg bs; transemutting unwanted and 
unsolicited electroe © multiple mailing > sending chain 
letters to other users, or otherwise interfering with other users’ use of court Wi t falsely 
expresses or enplies that content, speech or activity is sponsored or endorsed by the United es District Court: infr ngng. 
mesappropriating or vickating the intellectual property, publicity, privacy or other proprietary rights of any party, distr ibut m~ 
Ng @ speech that is defamatory, objectionable, unlawful or promot MNCOUT ARES fega activ 
or disabling software or code-like viruses. worms and Trojan horses; using court Wi-fi for an undaw*ul, hara 
criminal or fraudulent purpose; logging onto court Wi-Fi under fatse or fraudulent pretenses. 


Change in Service and Termination 


10 


To ensure the integrity of the network, the court reserves the right to maintain, monitor, alter, manage or terminate court 
Wi-Fi and to modily the Terms of Use for any reason without notice: to restrict use to counsel appearmg before the court 
when necessary, and to block data transmissions to protect the United States District Court, court Wi-Fi, and the public 


Privacy & Content Disclaimer 


BY CONNECTING TO THIS SYSTEM 1 FULLY UNDERSTAND AND AGREE TO THE TERMS OF USE. 


Connection policy 


a CC COR 


USDC Free Wi-Fi brought to you by Team One Solutons. Notstartec Otsplay details FREE | Comnect! | 








Declining System Update Notifications 


Some devices may display a “System update” notification like the ones below. 
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System updates 


Android System Update 


Xo\ Mal lersle(emelae mil ais ioe, 114.9 MB 


This Software Update includes new 
enhancements and improvements for your 
DROID Charge™ by Samsung. You will be unable 
to use your device or make emergency Calls for 
the duration of the install, which is expected to 
take 17 to 18 minutes but could take longer. For 
more information, please visit www. 
verizonwireless.com/droidchargesupport. 











zk System update 


A system update is ready to install. 
Your phone will restart and install the 
update. You will not be able to make 
any calls, including emergency calls, 
during installation. 


Install now Install later More info... 








Software update 


Congratulations! 
T-Mobile has sent you a new 
software update for your 


device. 


To proceed with installation, 


select next. 
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If you see such a screen, you must decline the request to update the system. Select “Install later” or 
press the “home” or “back” button to exit the notification screen. 





Source 


Parties’ Joint Proposed Final Jury Instruction No. 15 (ECF No. 2513). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 16 
SUMMARY OF CONTENTIONS 
I will now summarize for you each side’s positions on the issues you must decide. 


Apple seeks money damages for Samsung’s sales of 13 products that infringe one or more of the 
five Apple patents involved in this trial. 


Samsung disputes the amount of damages Apple claims. 


Your sole job in this trial is to determine the amount of damages to be awarded to Apple. 
Source 


Adapted from Samsung’s Proposed Final Jury Instruction No. 16 (ECF No. 2513). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 17 
DUTY TO DELIBERATE 


When you begin your deliberations, you should elect one member of the jury as your presiding 
juror. That person will preside over the deliberations and speak for you here in court. 


You will then discuss the case with your fellow jurors to reach agreement if you can do so. Your 
verdict must be unanimous. 


Each of you must decide the case for yourself, but you should do so only after you have considered 
all of the evidence, discussed it fully with the other jurors, and listened to the views of your fellow 
jurors. 


Do not hesitate to change your opinion if the discussion persuades you that you should. Do not 
come to a decision simply because other jurors think it is right. 


It is important that you attempt to reach a unanimous verdict but, of course, only if each of you can 
do so after having made your own conscientious decision. Do not change an honest belief about 
the weight and effect of the evidence simply to reach a verdict. 


Source 


Ninth Circuit Model Civil Jury Instructions — 3.1 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 18 
COMMUNICATION WITH COURT 


If it becomes necessary during your deliberations to communicate with me, you may send a note 
through the Bailiff, signed by your presiding juror or by one or more members of the jury. No 
member of the jury should ever attempt to communicate with me except by a signed writing; I will 
communicate with any member of the jury on anything concerning the case only in writing, or here 
in open court. If you send out a question, I will consult with the parties before answering it, which 
may take some time. You may continue your deliberations while waiting for the answer to any 
question. Remember that you are not to tell anyone—including me—how the jury stands, 
numerically or otherwise, until after you have reached a unanimous verdict or have been 
discharged. Do not disclose any vote count in any note to the court. 


Source 


Ninth Circuit Model Civil Jury Instructions — 3.2 (2007 Edition). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 19 
RETURN OF VERDICT 


A verdict form has been prepared for you. After you have reached unanimous agreement on a 
verdict, your presiding juror will fill in the form that has been given to you, sign and date it, and 
advise the court that you are ready to return to the courtroom. 


Source 


Ninth Circuit Model Civil Jury Instr. — 3.3 (2007 Ed.). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 20 
UTILITY PATENTS—INTERPRETATION OF CLAIMS 


A patent’s claims define what is covered by the patent. Utility patent claims are numbered 
sentences at the end of the patent that describe the boundaries of the patent’s protection. It is my 
job as judge to explain to you the meaning of any language in the claims that needs interpretation. 


I have interpreted the meaning of some of the language in the utility patent claims involved in this 
case. You must accept those interpretations as correct. For claim language where I have not 
provided you with any meaning, you should apply the claim language’s plain and ordinary 
meaning. 


e U.S. Patent No. 7,469,381, Claim 19 


The term “displaying” means “showing or revealing to the viewer.” 


The term “electronic document” means “‘a document stored in a digital format.” An “electronic 
document” includes, but is not limited to, a web page; a digital image; a word processing, 
spreadsheet or presentation document; or a list of items in a digital format. An electronic 
document need not be stored in a single file. 


The term “first direction” does not require a strictly linear finger movement. 


The term “edge of the electronic document” has its plain and ordinary meaning. An edge of an 
electronic document is not limited to an external edge and may be internal. 


e U.S. Patent No. 7,844,915, Claim 8 

The term “invokes” means “causes” or “causes a procedure to be carried out.” 

e U.S. Patent No. 7,675,941, Claim 10 

The Court has not interpreted any terms from this patent. 

Source 

Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1. 

Authorities 

Markman v. Westview Instruments, Inc., 517 U.S. 370, 384-391 (1996); Phillips v. AWH Corp., 
415 F.3d 1303, 1324 (Fed. Cir. 2005); Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 


1304-13 (Fed. Cir. 1999); Cybor Corp. v. FAS Techs., 138 F.3d 1448 (Fed. Cir. 1998) (en banc); 
Markman v. Westview Instruments, Inc., 52 F.3d 967, 977 (Fed. Cir. 1995) (en banc). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 21 
UTILITY PATENT DAMAGES—BURDEN OF PROOF 


I will instruct you about the measure of damages for utility patent infringement. 


You must determine the amount of money damages to award to Apple for Samsung’s infringement. 
The amount of those damages must be adequate to compensate Apple for the infringement. A 
damages award should put Apple in approximately the financial position it would have been in had 
the infringement not occurred, but in no event may the damages award be less than a reasonable 
royalty. You should keep in mind that the damages you award are meant to compensate Apple and 
not to punish Samsung. 


Apple has the burden to persuade you of the amount of its damages. You should award only those 
damages that Apple proves it suffered by a preponderance of the evidence. While Apple is not 
required to prove its damages with mathematical precision, it must prove them with reasonable 
certainty. Apple is not entitled to damages that are remote or speculative. 


Source 

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1. 

Authorities 

35 U.S.C. § 284 (no reference to causation); Dow Chem. Co. v. Mee Indus., Inc., 341 F.3d 1370, 
1381-82 (Fed. Cir. 2003); Grain Processing Corp. v. Am. Maize-Prod. Co., 185 F.3d 1341, 1349 


(Fed. Cir. 1999); Maxwell v. J. Baker, Inc., 86 F.3d 1098, 1108-09 (Fed. Cir. 1996); Rite-Hite 
Corp. v. Kelley Co., 56 F.3d 1538, 1544-45 (Fed. Cir. 1995) (en banc). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 22 
UTILITY PATENT DAMAGES—LOST PROFITS—GENERALLY 


In this case, Apple seeks to recover lost profits for the 915 patent for some of Samsung’s sales of 
infringing products, and a reasonable royalty on the rest of Samsung’s infringing sales. 


To recover lost profits for infringing sales, Apple must show that but for the infringement, there is 
a reasonable probability that Apple would have made sales that Samsung made of the infringing 
products. Apple must show the share of Samsung’s sales that Apple would have made if the 
infringing products had not been on the market. 


You must allocate the lost profits based upon the customer demand for the patented feature of the 
infringing products. That is, you must determine which profits derive from the patented invention 
that Samsung sells, and not from other features of the infringing products. 


Source 
N.D. Cal. Model Patent Jury Instr. B.5.2; ECF No. 2755. 


Authorities 


Garretson v. Clark, 111 U.S. 120, 121 (1884); Aro Mfg. Co. v. Convertible Top Co., 377 U.S. 476, 
502-07 (1964); Beauregard v. Mega Sys., LLC, 350 F.3d 1327, 1345-46 (Fed. Cir. 2003); Central 
Soya Co. v. George A. Hormel & Co., 723 F.2d 1573, 1579 (Fed. Cir. 1983); Lam, Inc. v. Johns- 
Manville Corp., 718 F.2d 1056, 1065 (Fed. Cir. 1983); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 
1545, 1548-49 (Fed. Cir. 1995) (en banc); Siemens Med. Solutions USA, Inc. v. Saint-Gobain 
Ceramics & Plastics, Inc., 637 F.3d 1269, 1287-91 (Fed. Cir. 2011); DePuy Spine, Inc. v. 
Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 1330-32 (Fed. Cir. 2009); Ferguson 
Beauregard/Logic Controls, Div. of Dover Res., Inc. v. Mega Sys., LLC, 350 F.3d 1327, 1346 (Fed. 
Cir. 2003) (vacating and remanding lost profits award for entire value of a device containing a first 
component embodying a first patent, found infringed, as well as a second component embodying a 
second patent, found not infringed, where profits could fairly be allocated to customer demand for 
second component); Grain Processing Corp. v. American Maize-Products Co., 185 F.3d 1341, 
1350 (Fed. Cir. 1999) (“courts have given patentees significant latitude to prove and recover lost 
profits for a wide variety of foreseeable economic effects of the infringement’); State Industries 
Inc v. Mor-Flo Indus., 883 F.3d 1573, 1578-79 (Fed. Cir. 1983). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 23 
UTILITY PATENT DAMAGES—LOST PROFITS—FACTORS TO CONSIDER 


Apple is entitled to lost profits for the ’915 patent if Apple proves all of the following: 
1. that there was demand for the patented products; 


2X that there were no acceptable non-infringing substitutes for each of the infringing 
products, or, if there were, the number of the sales of each product made by 
Samsung that Apple would have made despite the availability of other non- 
infringing substitutes. The time period relevant to determining availability of a non- 
infringing substitute is the entire period during which Samsung infringed Apple’s 
patents. An alternative may be considered available as a potential substitute even if 
it was not actually on sale during the infringement period. Factors suggesting that 
the alternative was acceptable and available include whether the material, 
experience, and know-how for the alleged substitute were readily available. Factors 
suggesting that the alternative was not acceptable and available include whether the 
material was of such high cost as to render the alternative unavailable, whether 
consumers would view the substitute as equivalent to the patented device, and 
whether Samsung had to design or invent around the patented technology (or other 
patented technology) to develop an alleged substitute; 


3: that Apple had the manufacturing and marketing capacity to make any infringing 
sales actually made by Samsung and for which Apple seeks an award of lost profits; 
and 

4, the amount of profit that Apple would have made if Samsung had not infringed. 

Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.3; ECF No. 2755. 
Authorities 


Panduit Corp. v. Stahlin Bros. Fibre Works, Inc., 575 F.2d 1152, 1156 (6th Cir. 1978); Gyromat 
Corp. v. Champion Spark Plug Co., 735 F.2d 549, 552-53 (Fed. Cir. 1984); Carella v. Starlight 
Archery, 804 F.2d 135, 141 (Fed. Cir. 1986); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1548 
(Fed. Cir. 1995) (en banc); Gargoyles, Inc. v. United States, 113 F.3d 1572, 1577-78 (Fed. Cir. 
1997); Grain Processing Corp. v. Am. Maize-Prods. Co., 185 F.3d 1341, 1349-51 (Fed. Cir. 1999); 
Micro Chem., Inc. v. Lextron, Inc., 318 F.3d 1119, 1122-23 (Fed. Cir. 2003); Ericsson, Inc. v. 
Harris Corp., 352 F.3d 1369, 1377-79 (Fed. Cir. 2003); Am. Seating Co. v. USSC Group, 514 F.3d 
1262, 1270 (Fed. Cir. 2008); DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc., 567 F.3d 1314, 
1330-32 (Fed. Cir. 2009). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 24 
915 PATENT DAMAGES—LOST PROFITS—AMOUNT OF PROFIT 


Apple may calculate its lost profits on any lost sales by computing the lost revenue for sales it 
claims it would have made but for the infringement and subtracting from that figure the amount of 
additional costs or expenses it would have incurred in making those lost sales, such as cost of 
goods, sales costs, packaging costs, and shipping costs. 


Source 


Adapted from Federal Circuit Bar Association Model Patent Jury Instr. B.6.2. 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 25 
915 PATENT DAMAGES—LOST PROFITS—MARKET SHARE 


One way Apple may prove the number of sales it would have made if the infringement had not 
happened is to prove its share of the relevant market excluding infringing products. You may 
award Apple a share of profits equal to that market share. 


In deciding Apple’s market share, you must decide which products are in Apple’s market. 
Products are in the same market if they are sufficiently similar to compete against each other. Two 
products are sufficiently similar if one does not have a significantly higher price than or possess 
characteristics significantly different than the other. 


Source 
N.D. Cal. Model Patent Jury Instr. B.5.3a. 


Authorities 


Micro Chem., Inc. v. Lextron, Inc., 318 F.3d 1119, 1124 (Fed. Cir. 2003); Crystal Semiconductor 
Corp. v. Tritech Microelectronics Int’l, Inc., 246 F.3d 1336, 1354-55 (Fed. Cir. 2001); State 
Indus., Inc. v. Mor-Flo Indus., Inc., 883 F.2d 1573, 1580 (Fed. Cir. 1989); BIC Leisure Prods., 
Inc. v. Windsurfing Int’l, Inc. , 1 F.3d 1214, 1218 (Fed. Cir. 1993). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 26 
UTILITY PATENT DAMAGES—REASONABLY ROYALTY—ENTITLEMENT 


Apple also seeks a reasonable royalty for the infringement of its utility patents. Apple should be 
awarded a reasonable royalty for all infringing Samsung sales for which Apple has not proved or is 
not seeking lost profits damages. 


Source 
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6. 


Authorities 


35 U.S.C. § 284; Crystal Semiconductor Corp. v. Tritech Microelectronics Int’l, Inc., 246 F.3d 
1336 (Fed. Cir. 2001); Fromson v. Western Litho Plate & Supply Co., 853 F.2d 1568, 1574 (Fed. 
Cir. 1998) (overruled on other grounds); Minco, Inc. v. Combustion Eng’g, Inc., 95 F.3d 1109, 
1119-20 (Fed. Cir. 1996); Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1579 (Fed. Cir. 1996); Rite- 
Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir. 1995) (en banc); Uniloc USA, Inc. v. 
Microsoft Corp., 632 F.3d 1292, 1311 (Fed. Cir. 2011); Lucent Tech’s, Inc. v. Gateway, Inc., 

580 F.3d 1301, 1336 (Fed. Cir. 2009). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 27 
UTILITY PATENT DAMAGES—REASONABLY ROYALTY—DEFINITION 


A royalty is a payment made to a patent holder in exchange for the right to make, use or sell the 
claimed invention. This right is called a “license.” A reasonable royalty is the payment for the 
license that would have resulted from a hypothetical negotiation between the patent holder and the 
infringer taking place at the time when the infringing activity first began. In considering the nature 
of this negotiation, you must assume that the patent holder and the infringer would have acted 
reasonably and would have entered into a license agreement. You must also assume that both 
parties believed the patent was valid and infringed. Your role is to determine what the result of 
that negotiation would have been. The test for damages is what royalty would have resulted from 
the hypothetical negotiation and not simply what either party would have preferred. 


A royalty can be calculated in several different ways and it is for you to determine which way is 
the most appropriate based on the evidence you have heard. One way to calculate a royalty is to 
determine what is called an “ongoing royalty.” To calculate an ongoing royalty, you must first 
determine the “base,” that is, the product on which the infringer is to pay. You then need to 
multiply the revenue the defendant obtained from that base by the “rate” or percentage that you 
find would have resulted from the hypothetical negotiation. For example, if the patent covers a 
nail, and the nail sells for $1, and the licensee sold 200 nails, the base revenue would be $200. If 
the rate you find would have resulted from the hypothetical negotiation is 1%, then the royalty 
would be $2, or the rate of .01 times the base revenue of $200. 


If the patent covers only part of the product that the infringer sells, then the base would normally 
be only that feature or component. For example, if you find that for a $100 car, the patented 
feature is the tires which sell for $5, the base revenue would be $5. However, in a circumstance in 
which the patented feature is the reason customers buy the whole product, the base revenue could 
be the value of the whole product. 


A second way to calculate a royalty is to determine a one-time lump sum payment that the infringer 
would have paid at the time of the hypothetical negotiation for a license covering all sales of the 
licensed product both past and future. This differs from payment of an ongoing royalty because, 
with an ongoing royalty, the licensee pays based on the revenue of actual licensed products it sells. 
When a one-time lump sum is paid, the infringer pays a single price for a license covering both 
past and future infringing sales. 


In determining a reasonable royalty, you may consider the following factors: 


1. The royalties received by the patentee for the licensing of the patent-in-suit, proving 
or tending to prove an established royalty. 


De The rates paid by the licensee for the use of other patents comparable to the patent- 
in-suit. 

3. The nature and scope of the license, as exclusive or nonexclusive, or as restricted or 
nonrestricted in terms of territory or with respect to whom the manufactured product 
may be sold. 

4, The licensor’s established policy and marketing program to maintain his or her 


patent monopoly by not licensing others to use the invention or by granting licenses 
under special conditions designed to preserve that monopoly. 


5. The commercial relationship between the licensor and licensee, such as whether 
they are competitors in the same territory in the same line of business, or whether 
they are inventor and promoter. 
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6. The effect of selling the patented specialty in promoting sales of other products of 
the licensee, the existing value of the invention to the licensor as a generator of sales 
of his nonpatented items, and the extent of such derivative or convoyed sales. 


is The duration of the patent and the term of the license. 


8. The established profitability of the product made under the patents, its commercial 
success, and its current popularity. 


9D. The utility and advantages of the patented property over the old modes or devices, if 
any, that had been used for working out similar results. 


10. The nature of the patented invention, the character of the commercial embodiment 
of it as owned and produced by the licensor, and the benefits to those who have used 
the invention. 


11. The extent to which the infringer has made use of the invention and any evidence 
probative of the value of that use. 


12; The portion of the profit or of the selling price that may be customary in the 
particular business or in comparable business to allow for the use of the invention or 
analogous inventions. 


3: The portion of the realizable profits that should be credited to the invention as 
distinguished from nonpatented elements, the manufacturing process, business risks, 
or significant features or improvements added by the infringer. 


14. The opinion and testimony of qualified experts. 


15. | The amount that a licensor (such as the patentee) and a licensee (such as the 
infringer) would have agreed upon (at the time the infringement began) if both had 
been reasonably and voluntarily trying to reach an agreement; that is, the amount 
which a prudent licensee—who desired, as a business proposition, to obtain a 
license to manufacture and sell a particular article embodying the patented 
invention—would have been willing to pay as a royalty and yet be able to make a 
reasonable profit and which amount would have been acceptable by a prudent 
patentee who was willing to grant a license. 


It is up to you, based on the evidence, to decide what type of royalty is appropriate in this case. 
Source 
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.7. 


Authorities 


35 U.S.C. § 284; Crystal Semiconductor Corp. v. Tritech Microelectronics Int'l, Inc., 246 F.3d 

1336 (Fed. Cir. 2001); Fromson v. Western Litho Plate & Supply Co., 853 F.2d 1568, 1574 (Fed. 

Cir. 1998) (overruled on other grounds); Minco, Inc. v. Combustion Eng’g, Inc., 95 F.3d 1109, 

1119-20 (Fed. Cir. 1996); Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1579 (Fed. Cir. 1996); Rite- 

Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir. 1995) (en banc); Golight, Inc., v. Wal-Mart 

Stores, Inc., 355 F.3d 1327, 1338 (Fed. Cir. 2004); Maxwell v. J. Baker, Inc., 86 F.3d 1098, 1108- 
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10 (Fed. Cir. 1996); Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116, 
1120 (S.D.N.Y. 1970); Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1311 (Fed. Cir. 2011); 
Lucent Tech’s, Inc. v. Gateway, Inc., 580 F.3d 1301, 1336 (Fed. Cir. 2009); LaserDynamics, Inc. v. 
Quanta, 694 F.3d 51, 66-70 (Fed. Cir. 2012). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 28 
UTILITY PATENT DAMAGES—DATE OF COMMENCEMENT 


Damages that Apple may be awarded by you commence on the date that Samsung has both 
infringed and been notified of the patent or patents Samsung infringed. You may not award Apple 
damages for infringing a patent before Samsung had notice of Apple’s claim of infringement of 
that patent. I have determined that Samsung received notice of Apple’s claim of infringement for 
the 381 patent on August 4, 2010; for the ’915 patent on April 15, 2011; and for the ’163 patent on 
June 16, 2011. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8; Samsung’s Proposed Limiting Instruction 
(ECF No. 2724-1); Apple’s Proposed Limiting Instruction (ECF No. 2724-2); ECF No. 2271 at 18- 
24; Dkt. No. 2690; see 35 U.S.C. §§ 284, 287. 


Authorities 


35 U.S.C. § 287; SRI Int’l, Inc. v. Advanced Tech. Labs., Inc., 127 F.3d 1462, 1470 (Fed. Cir. 
1997) (“the purpose of the actual notice requirement is met when the recipient is notified, with 
sufficient specificity, that the patent holder believes that the recipient of the notice may be an 
infringer. Thus, the actual notice requirement of § 287(a) is satisfied when the recipient is informed 
of the identity of the patent and the activity that is believed to be an infringement, accompanied by 
a proposal to abate the infringement, whether by license or otherwise.”’); Crystal Semiconductor 
Corp. v. Tritech Microelectronics Int’l, Inc., 246 F.3d 1336 (Fed. Cir. 2001); Nike Inc. v. Wal-Mart 
Stores, 138 F.3d 1437, 1443-44 (Fed. Cir. 1998); Funai Elec. Co., Ltd. v. Daewoo Elec. Corp., 616 
F.3d 1357, 1373 (Fed. Cir. 2010) (communication giving rise to actual notice does not need to 
identify all related products since “ensuing discovery . . . may bring those products within the 
scope of the notice”). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 29 
DESIGN PATENTS—INTERPRETATION OF PATENT CLAIMS 


Design patents protect the ornamental appearance, including shape or configuration, of an article of 
manufacture. Design patents do not protect the functional aspects of how the article claimed in the 
patent works. 


Unlike utility patents, a design patent can only have one claim. That claim covers all the figures in 
the patent. It is permissible to illustrate more than one embodiment of a design in a single design 
patent application. Each design patent contains multiple drawings to illustrate the claimed design. 
The scope of the claim encompasses the design’s visual appearance as a whole. It does not cover a 
general design concept, and is not limited to isolated features of the drawings. All matter depicted 
in solid lines contributes to the overall appearance of the design. 


It is my job as a judge to interpret for you what is claimed by the patents. You must accept my 
interpretations as correct. When considering the design patents, you should view certain features in 
the drawings in this way: 


e D’677 Patent 


The D’677 Patent claims the ornamental design of an electronic device as shown in Figures 1-8. 
The broken lines in the D’677 Patent constitute unclaimed subject matter. The use of solid black 
surface shading on the D’677 Patent represents the color black. The use of oblique line shading on 
the D’677 Patent is used to show a transparent, translucent, or highly polished or reflective surface. 


e D’305 Patent 


The D’305 Patent claims the ornamental design for a graphical user interface for a display screen 
or portion thereof, as shown in Figures 1-2. The broken line showing of a display screen in both 
views forms no part of the claimed design. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1; The Intellectual Property Owners Ass’n 
Model Design Patent Jury Instr. 5, 7.2; Samsung’s Proposed Final Instruction No. 30 (ECF No. 
2513). 


40 
5:11-CV-01846-LHK 
TENTATIVE FINAL JURY INSTRUCTIONS 


United States District Court 
For the Northern District of California 


N 


[DISPUTED] FINAL JURY INSTRUCTION NO. 30 
DESIGN PATENT DAMAGES—BURDEN OF PROOF 


I will instruct you about the measure of damages for infringement of Apple’s design patents. 


You must determine the amount of damages to award to Apple for Samsung’s infringement. The 
amount of those damages must be adequate to compensate Apple for the infringement. You should 
keep in mind that the damages you award are meant to compensate Apple and not to punish 
Samsung. 


In relation to design patents, Apple can elect to prove either actual damages, known as 
compensatory damages, or it may elect to prove Samsung’s profits as its measure of potential 
recovery with respect to the sale of each unit of an infringing product. As compensatory damages, 
Apple may prove a reasonable royalty for the design patent. Apple is not entitled to recover both 
compensatory damages and Samsung’s profits on the same sale. 


Apple has the burden to prove that Apple’s calculation of damages is correct by a preponderance of 
the evidence. While Apple is not required to prove its damages with mathematical precision, it 
must prove them with reasonable certainty. Apple is not entitled to damages that are remote or 
speculative. 


Source 


Apple’s Proposed Final Instruction No. 31 (ECF No. 2513); Adapted from N.D. Cal. Model Patent 
Jury Instr. B.5.1; The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 10.1; 
Dkt. No. 2755. 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 31 
DESIGN PATENT DAMAGES—DEFENDANT?’S PROFITS 


In this case, Apple seeks Samsung’s profits from sales of products that infringe Apple’s design 
patents. You may award to Apple Samsung’s total profit attributable to the infringing products. 


bf 66. 


Samsung’s “total profit” means the entire profit on the sale of the article to which the patented 
design is applied, and not just the portion of profit attributable to the design or ornamental aspects 
covered by the patent. “Total profit” does not include profit attributable to other products that may 
be sold in association with an infringing article embodying the patented design. 


Apple is entitled to all profit earned by Samsung on sales of articles that infringe Apple’s design 
patents. Profit is determined by deducting certain expenses from gross revenue. Gross revenue is 
all of the infringer’s receipts from the sale of articles using any design found infringed. Apple has 
the burden of proving Samsung’s gross revenue by a preponderance of the evidence. 


Expenses can include costs incurred in producing the gross revenue, such as the cost of the goods. 
Other costs may be included as deductible expenses if they are directly attributable to the sale or 
manufacture of the infringing products resulting in a nexus between the infringing products and the 
expense. Samsung has the burden of proving the deductible expenses. 


Source 


Joint Proposed Final Instruction No. 32 (ECF No. 2513); Adapted from The Intellectual Property 
Owners Ass’n Model Design Patent Jury Instr. 10.8. 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 32 
DESIGN PATENT DAMAGES—REASONABLE ROYALTY 


If Apple has not proved its claim to Samsung’s profits, then Apple should be awarded a reasonable 
royalty for all infringing sales by Samsung. In no event should the damages you award Apple for 
design patent infringement be less than a reasonable royalty. 


The definition of a reasonable royalty for design patent infringement is the same as the definition I 
explained to you in Jury Instruction No. 27. However, wherever in that Instruction I referred to the 
patented invention or a utility patent, you should now focus on the design patents or patented 
designs. 


Source 


Joint Proposed Final Instruction No. 34 (ECF No. 2513); Adapted from N.D. Cal. Model Patent 
Jury Instr. B.5.6, B.5.7; The Intellectual Property Owners Ass’n Model Design Patent Jury Instr. 
10.7. 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 33 
DESIGN PATENT DAMAGES—DATE OF COMMENCEMENT 


Damages that you must award Apple commence on the date that Samsung has both infringed and 
been notified of the design patent or patents Samsung infringed. You may not award Apple 
damages for infringing a patent before Samsung had notice of Apple’s claim of infringement of 
that patent. I have determined that Samsung received notice of Apple’s claim of infringement for 
the D’677 patent on April 15, 2011, and for the D’305 patent on June 16, 2011. 


Source 


Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8; Samsung’s Proposed Limiting Instruction 
(ECF No. 2724-1); Apple’s Proposed Limiting Instruction (ECF No. 2724-2); ECF No. 2271 at 18- 
24; Dkt. No. 2690; see 35 U.S.C. §§ 284, 287. 


Authorities 


35 U.S.C. § 287; SRI Int’l, Inc. v. Advanced Tech. Labs., Inc., 127 F.3d 1462, 1470 (Fed. Cir. 
1997) (“the purpose of the actual notice requirement is met when the recipient is notified, with 
sufficient specificity, that the patent holder believes that the recipient of the notice may be an 
infringer. Thus, the actual notice requirement of § 287(a) is satisfied when the recipient is informed 
of the identity of the patent and the activity that is believed to be an infringement, accompanied by 
a proposal to abate the infringement, whether by license or otherwise.”); Crystal Semiconductor 
Corp. v. Tritech Microelectronics Int’l, Inc., 246 F.3d 1336 (Fed. Cir. 2001); Nike Inc. v. Wal-Mart 
Stores, 138 F.3d 1437, 1443-44 (Fed. Cir. 1998); Funai Elec. Co., Ltd. v. Daewoo Elec. Corp., 616 
F.3d 1357, 1373 (Fed. Cir. 2010) (communication giving rise to actual notice does not need to 
identify all related products since “ensuing discovery . . . may bring those products within the 
scope of the notice”). 
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[DISPUTED] FINAL JURY INSTRUCTION NO. 34 
MONETARY REMEDIES—ONLY ONE RECOVERY PER ACCUSED SALE 


You should award any remedy to which Apple has proven it is entitled with respect to each sale of 
an infringing smartphone or tablet, except that you should not award Apple twice for the same sale 
of any infringing smartphone or tablet. This means that if you award infringer’s profits under 
design patent infringement for the sale of a certain number of infringing smartphones, you may not 
also award lost profits for the °915 patent or reasonable royalties for those same sales. If you 
award lost profits for the 915 patent or reasonable royalties for the sale of a certain number of 
infringing smartphones or tablets, you may not award infringer’s profits as to those smartphones or 
tablets. 


You do not have to use the same theory to calculate damages for every sale, however. For 
example, an award may be split between lost profits for some sales and a reasonable royalty for the 
remainder of sales of a product that infringes the ’915 patent. 


For any sale where you measure damages by a reasonable royalty, you may include royalty 
amounts for each patent infringed by the sale. 


If a sale is awarded one form of monetary recovery, that same sale cannot be awarded another form 
of monetary recovery. 


Source 
ECF No. 2755. 
Authorities 


Catalina Lighting, Inc. v. Lamps Plus, Inc., 295 F.3d 1277, 1291-1292 (Fed. Cir. 2002) (“[W]hen 
both a design patent and a utility patent have been infringed [the plaintiff] ... is entitled to damages 
for each infringement, but once it receives profits under § 289 for each sale, [the plaintiff] is not 
entitled to a further recovery from the same sale") (awarding infringer’s profits instead of a 
reasonable royalty because the infringer’s profits amount was greater than the reasonable royalty 
amount); Aero Prods. Int’l, Inc. v. Intex Recreation Corp., 466 F.3d 1000, 1017-19 (Fed. Cir. 
2006) (“Generally, the double recovery of damages is impermissible," holding that a plaintiff 
cannot recover damages from a defendant for patent infringement and trademark infringement if 
the damages were calculated from the sale of the same product by the same defendant); Nintendo of 
Am., Inc. v. Dragon Pac. Int’l, 40 F.3d 1007, 1010 (9th Cir. 1994) (“[R]ecovery of both plaintiff’ s 
lost profits and disgorgement of defendant’s profits is generally considered a double recovery 
under the Lanham Act."); State Indus., Inc. v. Mor-Flo Indus., Inc., 883 F.2d 1573, 1577 (Fed. Cir. 
1989), cert. denied, 493 U.S. 1022, 110 S. Ct. 725, 107 L. Ed. 2d 744 (1990) (“the award may be 
split between lost profits as actual damages to the extent that they are proven and a reasonable 
royalty for the remainder.”); Minco Inc. v. Combustion Eng'g, 95 F.3d 1109, 1119 (Fed. Cir. 1996) 
(“The Patent Act permits damages awards to encompass both lost profits and a reasonable royalty 
on that portion of an infringer's sales not included in the lost profit calculation.”’). 
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 35 
EVIDENCE SEALED FROM THE PUBLIC 


Some evidence may be sealed from the public because it contains highly confidential business 
information of the parties. You must not draw any inferences about the nature of the evidence or 
give any greater or lesser weight to the evidence based on whether it was sealed. 


Source 


Joint Proposed Final Instruction No. 37 (ECF No. 2707-4). 
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